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DETAILED ACTION 

1 . Applicant's pre-appeal brief conference request, filed February 21 , 2007 has 
been received and entered in full; however, prosecution for this case has been re- 
opened and thus, the finality of the rejection of the last Office action, mailed September 
22, 2006, has been withdrawn. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action mailed December 21 , 2005. 

3. Claims 2-4 and 6-1 9 are under examination. 

Claim Rejections - 35 USC § 112, first paragraph - Written Description 

4. Claims 2-4 and 6-19 remain rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The rejection is repeated for the 
reasons of record as set forth in the Office Action mailed September 22, 2006 (see 
pages 3-5). Applicant's arguments have been fully considered but are not found 
persuasive. 

In the 'Pre-appeal brief request for review', filed February 21 , 2007, Applicant 
states that they are not claiming just any Medicago sativa alfalfa plant with faster 
recovery and more erect stems, but rather are claiming Medicago sativa alfalfa varieties 
with 8% or greater faster recovery after spring green-up or after harvest coupled with 
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having 15% or greater more erect stems at late bloom when compared to the best 
commercial check varieties available (see page 2, 1 st paragraph). 

This is not persuasive. See MPEP 2163(1) where it states "[t]o satisfy the written 
description requirement, a patent specification must describe the claimed invention in 
sufficient detail that one skilled in the art can reasonably conclude that the inventor had 
possession of the claimed invention. See, e.g., Moba, B.V. v. Diamond Automation, Inc., 
325 F.3d 1306, 1319, 66 USPQ2d 1429, 1438 (Fed. Cir. 2003); Vas-Cath, Inc. v. 
Mahurkar, 935 F.2d at 1563, 19 USPQ2d at 1116". 

The specification only provides evidence that Applicant was in possession of 
alfalfa variety CW 75046 (see pages 25-29), CW 83201 (see pages 29-35), CW 85029 
(see pages 35-39) and CW 95026 (see pages 40-45) and does not provide evidence of 
possession of every alfalfa plant with the claimed characteristics as is broadly claimed. 
Of the above mentioned varieties, only CW 75046, CW 83201, and CW 95026 are 
disclosed as having improved standability (i.e. more erect stems) and fast recovery after 
spring green-up or after harvest (see above cited pages). Alfalfa variety CW 85029 does 
not appear to have the claimed traits. 

Also see MPEP 2163.02 where it states, "[a]n objective standard for determining 
compliance with the written description requirement is, "does the description clearly 
allow persons of ordinary skill in the art to recognize that he or she invented what is 
claimed." In re Gosteli, 872 F.2d 1008, 1012, 10 USPQ2d 1614, 1618 (Fed. Cir. 1989)". 

In the instant invention, one of ordinary skill in the art would only recognize that 
Applicant has invented has only invented alfalfa varieties CW 75046 (see pages 25-29), 
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CW 83201 (see pages 29-35), CW 85029 (see pages 35-39) and CW 95026 (see pages 
40-45). 

MPEP 2163.02 further states, l, [u]nder Vas-Cath, Inc. v. Mahurkar, 935 F.2d 
1555, 1563-64, 19 USPQ2d 1111, 1117 (Fed. Cir.1991), to satisfy the written 
description requirement, an applicant must convey with reasonable clarity to those 
skilled in the art that, as of the filing date sought, he or she was in possession of the 
invention, and that the invention, in that context, is whatever is now claimed". 

In the instant case, Applicant has conveyed with reasonable clarity to those 
skilled in the art that, as of the filing date sought, Applicant was in possession of alfalfa 
varieties CW 75046 (see pages 25-29), CW 83201 (see pages 29-35), CW 85029 (see 
pages 35-39) and CW 95026 (see pages 40-45) and not each and every alfalfa plant 
with the claimed characteristics as is broadly claimed. 

Thus, based on the disclosure of the specification, Applicant has only shown 
possession of alfalfa varieties CW 75046, CW 83201 , CW 85029 and CW 95026. 
Claim Rejections - 35 USC § 112, first paragraph - Enablement 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 2-4 and 6-19 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
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invention. The claims are broadly drawn to any Medicago sativa alfalfa varieties with 8% 
or greater faster recovery after spring green-up or after harvest coupled with having 
15% or greater more erect stems at late bloom when compared to an adapted 
commercial check variety. 

In re Wands, 858F.2d 731, 8 USPQ2d 1400 (Fed. Cir. 1988) lists eight 
considerations for determining whether or not undue experimentation would be 
necessary to practice an invention. These factors are: the quantity of experimentation 
necessary, the amount of direction or guidance presented, the presence or absence of 
working examples of the invention, the nature of the invention, the state of the prior art, 
the relative skill of those in the art, the predictability or unpredictability of the art, and the 
breadth of the claims. 

Though the specification provides steps on how to make the claimed invention, it 
is unclear how one skilled in the art would be able to make and use the claimed 
invention based on the disclosure of the specification. 

For example, in the development of alfalfa variety 'CW 75046' the initial step 
discloses that 1 ,382 French lines (half-sib families or populations) were seeded into the 
field at West Salem, Wl (see page 25, lines 15-16 of the specification); however, the 
specification does not provide any guidance regarding any of the 1,382 French lines. 

This is important because Bouton (How alfalfa varieties are developed. In . 
California/Nevada Alfalfa Symposium, 3-4 December, Reno, NV, 1998) teaches, 
"[collection and development of parents] is one of the most important decisions in the 
breeding program because the end product will only be as good as the parents which 
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originally went into the process" (see pages 2-3). Thus, it is unclear how one skilled in 
the art would be able to use Applicant's specification to make and use the claimed 
invention when said invention is produced using uncharacterized material. This lack of 
guidance is also found in alfalfa variety 'CW 83201' (see page 29, line 14 to page 32, 
line 8), 'CW 85029 (see page 35, line 8 to page 37, line 22) and 'CW 95026' (see page 
40, line 3 to page 42, line 20). 

In addition, this lack of guidance would lead to undue experimentation for one 
skilled in the art to determine which 1,382 French lines, for example, would possess the 
claimed characteristics that would be used in the method disclosed in the specification 
to produce the claimed invention. 

The development of improved alfalfa varieties is unpredictable. Barnes et al 
(Alfalfa germplasm in the United States: Genetic vulnerability, use, improvement, and , 
maintenance. USDATech. Bull. 1571, 21 pages, 1977) teach that differential 
attractiveness among alfalfas, plant methods and environmental differences can affect 
crossing percentages when using bees in natural crossing between two nonbred alfalfa 
populations (see page 14, third paragraph). Barnes et al also teach that phenotypic 
selection is effective only for highly heritable characters (see page 15, first paragraph). 

In addition, Julier et al (Crop Sci. 40: 365-369, 2000) teach that within-population 
variation can hinder the rate of improvement for polygenetic traits, including lodging 
(see page 365, second paragraph). 

Given the breadth of the claims, the lack of guidance regarding the use of 
uncharacterized French lines in the initial step of the methods disclosed in the 
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specification on how to make and use the claimed invention, the amount of 
experimentation for one skilled in the art to determine which of the multitude of 
uncharacterized French lines would possess the claimed characteristics, and the 
unpredictability of the development of improved alfalfa varieties it would require undue 
trial and error experimentation for one of skill in the art to make and use the claimed 
invention. 

Claim Rejections - 35 USC § 102/103 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

10. Claims 2-4 and 6-19 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Cluff et al (U.S. Patent No. 
6,143,951, November 7, 2000. The claims read on any Medicago sativa alfalfa varieties 
with 8% or greater faster recovery after spring green-up or after harvest coupled with 
having 15% or greater more erect stems at late bloom when compared to an adapted 
commercial check variety. 

Cluff et al teach a Medicago sativa alfalfa line, WL-C290, that has very fast 
recovery after harvest and excellent standability under sprinkler irrigation (see column 
17, lines 37-38). Excellent standability is interpreted as high standability as defined on 
page 14, line 2 of the specification which is equivalent to more erect stem. 

Cluff et al do not teach calculating the percent faster recovery or more erect 
stems; however, one of ordinary skill in the art would understand that an alfalfa plant 
with faster recovery after harvest and more erect stems would possess these 
characteristics even if one of ordinary skill in the art did not use the measuring and 
calculating techniques in steps (b)(1-6) and (c)(1-5) of claim 15. 

The alfalfa plant taught by the prior art differs from the claimed alfalfa plant only 
in their method of making, namely by the use of different parental material in the prior 
art. However, the method of making the claimed alfalfa plant would not distinguish it 
from the prior art alfalfa plant. See In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985), 
which teaches that a product-by-process claim may be properly rejectable over prior art 
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teaching the same product produced by a different process, if the process of making the 
product fails to distinguish the two products. See In re Best, 195 USPQ 430, 433 (CCPA 
1997), which teaches that where the prior art product seems to be identical to the 
claimed product, except that the prior art is silent as to a particularly claimed 
characteristic or property, then the burden shifts to Applicant to provide evidence that 
the prior art would neither anticipate nor render obvious the claimed invention. 

Conclusion 

11. No claims are allowed. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith O. Robinson, Ph.D. whose telephone number is 
(571) 272-2918. The examiner can normally be reached on 7:30 a.m. - 4:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

1 3. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Keith O. Robinson, Ph.D. 

June 4, 2007 Mrt BUn 

DAVID H.KWJSEJPHJ. 

PRIMARY EXAMW5H 



